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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
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earned patent term adjustment See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 06 April 2005 . 
2a)n This action is FINAL. 2b)|^This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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5) 0 Claim(s) is/are allowed. 
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?)□ Claim(s) is/are objected to. 
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Application Papers 

9) n The specification Is objected to by the Examiner. 

10) S The drawing(s) filed on 08 July 2003 is/are: a)S accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .86(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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DETAILED ACTION 
Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the Invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 



The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

Claims 1 and 45 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Stanners et al. 
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The cited patent in figures 4-9, show a barrel having an open end and provided 
with a restrictor in the vicinity of the open end, a plunger slidable in the barrel and an 
injection needle unit for connection to the barrel, the restrictor having at least one 
aperture sufficiently small as to prevent egress of liquid filling the barrel prior to 
connection of the injection needle to the barrel. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 2-7, 9-11, 13-18, 31-34, and 44 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Stanners et aL 

This rejection is made in view of the subject matter in claims 9 and 13 disclosing 
an "intended use" for the syringe and a restrictor integral to the barrel, respectively. The 
examiner notes that the cited patent does not expressly disclose these limitations. 
However, these limitations are considered conventional in the art as evidenced by the 
case law on point. 

In relation to the "intended use" disclosed in claim 9, a recitation of the intended 
use of the claimed invention must result in a structural difference between the claimed 
invention and the prior art in order to patentably distinguish the claimed invention from 
the prior art. If the prior art structure Is capable of performing the intended use, then it 
meets the claim. In re Casey , 152 USPQ 235 (CCPA 1967). 
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Accordingly, since the apparatus disclosed by Stanners et al., is capable of perfomiing 
the intended use disclosed in claim 9, it is concluded that the cited reference meets 
claim 9. 

Finally, in relation to the subject matter of claim 13, the court's holding In In re 
Larson . 340 F.2d 965, 144 USPQ 347, 349 (CCPA 1965), suggests that limitations 
indicating that parts of an apparatus are integral or separable should not add patentable 
weight to a claim. Accordingly, the fact that in claim 13, the restrictor is integral with the 
barrel should not be considered an innovation sufficient to overcome the cited 
reference. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. In addition to the cited reference in the rejections above, the 
examiner of record invites applicant to review the patents made of record before drafting 
a response to this Office Action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Manuel Mendez whose telephone number is 703-272- 
4977. The examiner can normally be reached on 0730-1800 hrs. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. Nicholas D. Lucchesi can be reached on 571-272-4977. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact^e Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Manuel Mendezv^ 
Primary Examines 
Art Unit 3763 
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